Protecting University Names, Symbols

Courts enjoin use of university
names for commercial purposes
where public may be confused,
‘invasion-of-right-to-privacy’ theory
explored
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For many years it was common practice for the public
relations offices of colleges and universities in the U.S.A.
to gratuitously grant the right to use the schools’ names
and symbols on various products and ser-
vices. Only in unusual or extremely ques-
tionable enterprises was the request for
use denied and the denial was usually
based on an opinion that the use would
reflect unfavorably on the coliege or be
offensive to alumni. By way of examples,
the football coach shouid not be permit-
ted to use the school stadium for back-
ground in endorsements of commercial
products and some alumni are offended
at seeing their college’s seal boldly dis-
ptayed on toilet seats (sophomores are notoriously
sacrilegious).

Comparatively recently some universities have begun to
more specifically control or limit the use of their names
and symbols by commercial enterprises and often even
when a request for use is granted, the use is no longer gra-
tuitous. In many instances the effort to control use began
as a result of some specific event or unauthorized use
where the school president received several letters from
upset alumni. Within the past few years the frequency of
the undesired use has increased and review of requests is
becoming more stringent; today the request to use is often
answered by a lawyer.

In controlling the use of their names and symbols, the
universities have found new evidence of the old axiom
that “You can’t be a little bit pregnant.” Specifically, they
have found that they must exercise their right to control
the use of their names and symbols completely or they
may have no right at all. As a result of these activities, the
names of universities have begun appearing more fre-
quently on the U.S, Trademark Register.! “Control” is the
key word and as a consequence many companies which
previousty operated in the lucrative college paraphernalia
market with the acquiecscence or endorsement of the
universities involved are more and more frequently find-
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ing themselves asked to enter into royalty-bearing license
agreements for the privilege of continuing the use of the
universities’ marks on goods. Such companies have occa-
sionally taken the position that:

1. The university has no legal right to prevent the
company from using the university marks.

2. Even if the university once had that right, it is bar-
red from asserting the same by laches.

Responsibility

With respect to the former, the U.S. Patent and Trade-
mark Office is charged with the responsibility of register-
ing trademarks, service marks, collective marks and cer-
tification marks which are used in interstate commerce.2
It would appear that this controversy over the right to pre-
vent use by others would be settled by the mere fact of a
university registering its marks with the U.S. Patent and
Trademark Office since section 7(b) of the Lanham Act?

states:

A certificate of registration of a mark upon the
principal register provided by this Act shall be
prima facia evidence of the validity of the registra-
tion, registrant’s ownership of the mark, and of
registrant’s exclusive right to use the mark in com-
merce in connection with the goods or services
specified in the certificate, subject to any conditions
and limitations therein.

Since the Patent and Trademark Office is charged with
determining an applicant’s right to registration, if it issues
a registration there should be no real question that the ap-
plicant had at one time the right to exclusive use of its
mark. Additionally, this issue has been tested in various
courts from time to time and the courts are unanimous in
holding that educational institutions as well as other non-
profit corporations have a protectable proprietary right in
their names and symbols.4 Most of the cases involved
have been between two or more schools using the same or
similar names. But, in at least three instances, Cornell
University v. Messing Bakeries (1955), John Roberts v.
University of Notre Dame (1957), and Yale University v.
Bennesson (1960), the issue involved commercial use of
university names by the defendants to enhance the
marketability of their products or services. In all three
cases, the university asked for injunctive relief and it was
granted in the Cornell and Notre Dame cases, The Cor-
nell case involved use of the mark “Cornell Recipe” on
bakery goods and the Notre Dame case involved the sale
of class rings bearing the university seal. The bases for the
injunctions were that the commercial use of the univer-
sity’s name suggested connection, sponsorship, or benefit
to the institution from the commercial enterprise, when, in

fact, there was none. The Yale case involved the name

“Yale Motor Inn” used by a motel in proximity to the
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university. In that case the court felt that any confusion as
to whether the motel was a part of the university or spon-
sored by the university would be more the resuit of ig-
norance or carelessness on the part of the uninformed
rather than that degree of likelihood of confusion thought
of in strictly commercial usage. Thus, if the buying public
might reasonably be deceived as to sponsorship, etc., the
injunction will issue, Proof of these facts falls on the com-
plaining institution. However, with a federal trademark
registration pleaded in the complaint in a federal district
court, the legal presumptions of section 7(b) of the
Lanham Act, supra, shift the burden of proof to the defen-
dant.

State Universities

It may be thought that state-run institutions of higher
learning stand on a different footing than private colleges
and indeed they do. State universities appear to have
greater rights under the law. Most state universities are
held to be branches of state government or nonprofit cor-
porations, depending on the state. For example, in Ohio,
section 3335.01 of the code recites that the name of the
state university shall be “The Ohio State University”;
another section’ provides how and who shall govern the
university; an early case® under the code established that
The Ohio State University is “an institution of the state”;
and subsequent cases have established that as a branch of
state government it can claim the defense of sovereign im-
munity.? Similar law exists for several of the various state
university systems but they will not be listed here because
of the sheer velume of citations.

Some courts have been impressed with the fact that a
college name was conferred by the state legislature® but
that legislative act is probably true of most colleges. In
any case, an early Pennsylvania litigation, Commonwealth
v. Banks? cstablished that proprictary rights in names of
state institutions (University of Pennsylvania) would be
enforced against infringers. The contention that state
universities have fewer rights in controlling the use of
their names than private institutions has not been
specifically litigated for 75 years, for whatever reason.

In considering the second objection to a college’s con-
trol of its symbols, the defense of laches, courts are far
from unanimous. But as a general rule, they tend to enjoin
further use by the infringer even though they may not be
inclined to grant damages for past infringement. The well-
known text by Vandenburgh, Trademark Law and Pro-
cedure!C states:

“Mere delay in taking action, even though long

continued, will not bar the issuance of an injunction
although it will prevent the attaining of damages.
However, there are many cases to the contrary ...
On the other hand, where the prior user actively en-
courages the use of the mark by the second user or
so conducts himself that the second user has reason
to believe that the prior user does not object to the
second user’s activities, an injunction will be
refused. For the defense to arise there must be a
reliance by the defendant-latecomer upon the en-
couragement or conduct of the plaintift”,

It must be kept in mind that the defense of laches is an
equitable defense and is not available to a deliberate in-
fringer operating without claim or right.?! Thus, if a com-
pany now using a university mark on its goods originally

asked for the right to use that mark, it may be operating
under a royalty free license, cancelable at will; but, if the
company did not request permission to use the mark in
question, the equitable defense of laches may not be avail-
able because of the deliberate infringement. Along this
line, it had been held that a trademark infringer is not pre-
judiced by a delay of the trademark owner in bringing an
infringement suit where all that has happened to the in-
fringer is its continuance of producing and selling its in-
fringing products.12

The defense of laches is probably not available at all to
an infringer in the case of state universities since they are a
branch of the government. The Supreme Court, speaking

through Mr. Justice Story, spoke to this issue in 1824:

... laches is not imputable to the government;

and this maxim is founded, not in the notion of ex-

traordinary prerogative, but upon a great public

policy. The government can transact its business

only through its agents; and its fiscal operations are

so various and its agencies so numerous and scat-

tered, that the utmost vigilance would not save the

public from the most serious losses, if the doctrine

of laches can be applied to its transactions.”!3

The general principle espoused has been reaffirmed
many times.!4

Litigation has been fairly limited up to this time but it
seems likely that such activity will pick up in the near
future!S as more universities become involved in trade-
mark licensing.

In addition to the traditional theories of unfair competi-
tion, trademark infringement, etc. put forward by trade-
mark owners, there appears to be one area not previously
dealt with which may be raised by educational institutions
as plaintiffs. That is in an area of the law characterized as
“invasion of right to privacy.” Cases on this point involv-
ing companies, schools, or anything else except living in-
dividuals or associations of individuals are totally lack-
ing. However, a corporation is a statutory person and in
many instances branches of state government are defined
by statute as persons.!6 Cases on the subject are collected
in the ALR annotation “Invasion of Privacy-Advertis-
ing.”17 All those cases revolve around some commercial
enterprise using the name or likeness of a prominent per-
sonality to sell goods and that personality bringing suit to
enjoin the use by unauthorized persons for commercial
gain.'8 However, the principal as stated in Uhlander v.
Henrickson9 is applicable to statutory persons as well as

natural persons:

Such argument (prior widespread publication)
may or may not have weight against a right of pri-
vacy claim but in an appropriate action such as in
the case at bar the names and statistics are valuable
only because of their past public disclosure, publi-
city and circulation. A name is commercially valu-
able as an endorsement of a product or for use for
financial gain only because the public recognizes it
and attributes good will and feats of skill and ac-
complishment of one sort or another to that per-
sonality. To hold that such publicity destroys a
right to sue for appropriation of a name or a like-
ness would negate any and all causes of action for
only by the disclosure and public acceptance does
the name of a celebrity have any value at all to
make its unauthorized use enjoinable,

It is clear that where a public personality {or institu-
tion) is complaining about the unauthorized use by
another for its commercial gain under the theory of “inva-
sion of right to privacy,” the complaining entity is not



really talking about “privacy.” Rather, it is talking about
the right to exclusive exploitation of its name, likeness,
and reputation for commercial gain. The principal of ex-
clusive right to commercial exploitation of one’s own
name is well established (by the cases cited in footnote 18)
even though the cases are few, and there is no apparent
reason why this principle is not applicable to statutory
persons and institutions as well as natural born persons,
Should that issuc have been raised more specifically in
University of Notre Dame v. Twentieth Century Fox?9 the
court might well have rendered a different decision about
releasing a satirical film using the University name. The
basis of that suit was a New York statute perrmitting a non-
profit corporation to restrain the use of its name for com-
mercial purposes. The film, “John Goldfarb Please Come
Home,” involved a challenge to the Notre Dame football
team by a mythical university and the game was won when
a female ran for a touchdown because the Notre Dame
players refused to tackle a girl. The trial court refused to
enjoin the showing of the film and the appellate division
affirmed. The trial court noted that the mere use of Notre
Dame’s name and symbols was not actionable of itself and
that the university had failed to show that viewers of the
motion picture would infer any suggestion of sponsorship.
The dissent of Judge Burke at the appellate level is consis-
tent with the “privacy” theory discussed above. The inva-
sion-of-right-to-privacy theory presented more
specifically in arguing for injunction might have tipped
the scales in favor of Notre Dame, the appellate decision
vote was 3-2. In view of the valuable publicity surround-
ing the law suit, Twentieth Century Fox would probably
have agreed to pay Notre Dame’s attorney fees if Notre
Dame had agreed to appeal to the Supreme Court. By the
time a decision could have been handed down the picture
might have been resurrected and reissued.

In summary, the courts are prone to enjoin the use of
university names for commercial purposes where there is
evidence that the public will attribute sponsorship, en-
dorsement, or some other connection between the
unauthorized user and the university. The defense of
laches may be available to an infringer in some cases de-
pending on the particular circumstances involved, but

probably not where the plaintiff is a branch of state
government. It is likely that more litigation will occur in
this area and one fertile ground for recovery by univer-
sities might be based on the theory of an exclusive right to
commercialization of one’s own name, characterized
broadly under the title “invasion of right to privacy.”
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