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1. Introduction

he amendment to section 42
Tof the German law on em-

ployees’ inventions, which
has applied to “new contracts” since
7 February, 2002, and which, since
7 February, 2003, has in some cases
also made it necessary to adapt “old
contracts” concluded before 18 July,
2001, has led to an intensive search
on the part of universities, and also
on the part of industry, for model
contractual solutions for standard
situations.

It is desirable to find model solu-
tions that will be regarded both by
the universities and by industry as a
positive basis on which to transpose
the new legal standards into a form
of practical co-operation which all
concerned will consider tolerable
and positive. In the search for these
solutions, a working party of experts
from the university and industrial
sectors has been set up, at the sug-
gestion and with the active partici-
pation of the IPAL Gesellschaft fiir
Patentverwertung Berlin mbH, the
Society for Patent Exploitation in
Berlin, which is the central tech-
nology transfer institution for the
majority of the Berlin universities,
namely Charité, the Free University
of Berlin, Humboldt University Ber-
lin and Berlin Technical University.
Intensive efforts, involving lengthy
discussions, have been made to put
together some components for a
model contract, under the general
heading “Berlin Contract,” which is
intended to make it easier in prac-
tice for academics, universities and
industrial companies to handle the
new legal situation that has arisen
as a result of the abolition of the
university lecturers’ privilege.

The members of the above-men-
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tioned working group, as well as the
“Berlin Contract Components,” can
be seen from the web site of IPAL,
namely http:/[www.ipal.de, which
is continuously up-dated and will
make also adapted, future versions
of the Berlin Contract Components,
as well as other news with regard
to university-industry inventions,
available in future. The essential
parts of the “Berlin Contract” are
attached to this paper.

2. Contract components “Berlin
Contract”

2.1. Structure and organisation

A preface dealing with the gen-
esis and the proposed practical
application of the “Berlin Contract”
is followed by a brief introduction,
which is intended to explain how
the Contract components are to
be handled. This is then followed
by differentiation indicia for the
Contract components in the “Berlin
Contract,” which, it is hoped, will
facilitate assigning a specific joint
research project between a university
and industry to one of the categories
of a contract for work and services,
research commission or co-operation
on research. These differentiation
indicia should not be understood
here as alternatives, nor should
they apply cumulatively, but, as the
very name suggests, they are merely
intended to provide the practitioner
with pointers to help him make the
appropriate assignment.

After the above-mentioned list of
“differentiation indicia” come Con-
tract components for research com-
missions between universities and
industry, followed by appropriate
Contract components for co-opera-
tion on research and development,
which is referred to in the following
as “research co-operation.”

2.2. Pointers helping to differen-
tiate between contracts for work
and services, research commis-
sions, research co-operation

2.2.1. Contracts for work and services

If an industrial partner commis-
sions a university to carry out certain
research work, with an unambigu-
ous, known objective and laying
down a defined way of performing
that work, the university will gen-
erally demand that the entire costs
be assumed. The university, in the
person of the research worker (here
and in the following usually under-
stood to mean the “project director”
responsible), is not required to inter-
pret data or results in any way; nei-
ther the university nor the industrial
partner has any interest whatsoever
in publication. The result of a con-
tract for work and services of this
kind is an obligation owed by the
university to the industrial partner.
In this case, according to the “Berlin
Contract” (and one is tempted to say
that this ought to be self-evident!) all
the results of the research, including
any inventions that might be made
by the university, i.e. by the research
worker or by any other member of
the university, belong to the indus-
trial partner without any additional
remuneration, and it is the latter
which decides at its own discretion
whether to file applications for any
industrial property rights, to engage
in exploitation actions, etc. It goes
without saying that any applica-
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tions for industrial property rights
are filed by the industrial partner
exclusively in its own name, without
any right whatsoever on the part of
the university to participate.

2.2.2. Research commissions

In the context of research commis-
sions, the industrial partner places a
targeted commission with the uni-
versity to carry out certain research
work, the result of which is neverthe-
less open, but the way of perform-
ing that work and the purpose of
the study are defined. In this case
too, the university will expect the
entire costs to be assumed. The data
or results have to be interpreted by
the research worker. The industrial
partner, having placed the commis-
sion, will as a rule be interested in
receiving the results at short notice or
at least on schedule. The university,
or the research worker, for their part
have an interest in seeing the results
published. In this case, no successful
result is owed by the university.

The parties involved in drawing
up the “Berlin Contract” are unani-
mous in their opinion that, when
research commissions are organ-
ised in this way, the university has
a fundamental right to remuneration
for any invention. The rights in the
inventions concerned, including the
right to file the first application and
to carry out subsequent applications
in other countries, also need to be
settled in detail.

2.2.3. Research co-operation

In the case of research co-opera-
tion, the industrial partner places a
research commission with the uni-
versity, the objectives and results
being open; the implementation
is not defined in detail, and the
intended practical application is
neither known in detail nor defini-
tively laid down. Both partners, i.e.
the university and the industrial
partner, contribute to carrying out
the research project on which they
are co-operating by providing per-
sonnel and/or assuming a share of
the costs. The industrial partner,
having placed the commission, has
a medium to long-term interest in
the outcome, both partners have a
pronounced—and possibly a joint
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—interest in publishing the results.
In this case, the university has no
obligation vis-a-vis the industrial
partner regarding the success of the
research co-operation agreement.

The parties involved in drawing
up the “Berlin Contract” are unani-
mous in their opinion that, in the
case of research co-operation, the
industrial partner has a separate
obligation to remunerate the uni-
versity for any invention, the details
of which need to be settled depend-
ing on the situation, as do the filing
rights with regard to patents, etc.

2.3. Features common to research
commissions and research co-op-
eration

A common feature of the contrac-
tual arrangements both in the case of
research commissions and with re-
gard to research co-operation is that,
for the reasons which have in the
meantime already been discussed in
detail in the literature, a “trilateral”
contract between the university, the
industrial partner and the research
worker is necessary.

Briefly, this necessity is based
on the fact that, because of the pe-
remptory provisions of the law on
employees’ inventions, it is only
possible for the contractual agree-
ment between the university and
the industrial partner to regulate
the situation concerning rights, and
obligations to acquire the rights etc.,
in inventions which can be covered
by patents or utility models. Any
additional know-how and advisory
services which the industrial partner
wishes to receive “in person” from
a specific research worker who is
particularly important to him as a
co-operation partner (e.g. a profes-
sor) can only be reliably obtained
by the industrial partner on the
basis of an appropriate contractual
agreement with the research worker
himself, since any “indirect route”
via the university might in this case
affect the research worker’s personal
rights with regard to research and
teaching, which are guaranteed by
the constitution.

A direct agreement between the
research worker and the industrial
partner is also needed if the research

worker is to waive his negative pub-
lication rights. The same applies to
any advance waiver of the research
worker’s right to take over any ap-
plications for industrial property
rights or the industrial property
rights themselves and to file appli-
cations in other countries.

For the reasons explained above,
the members of the working party
consider it appropriate, both in the
case of research commissions and
with regard to research co-opera-
tion, to conclude a “tripartite agree-
ment” between the university, the
industrial partner and the research
worker. “Research worker” here
is understood to mean the project
director responsible who has been
appointed by the university and the
industrial partner. If—and this is
likely to apply in most cases—other
members of the university, whether
students or university staff (em-
ployees), are involved in carrying
out the work on the research project
concerned, it needs to be ensured in
advance, by means of an appropri-
ate declaration of association, that
the obligations of the project direc-
tor also apply, mutatis mutandis, to
that group of individuals.

2.4. Contract components for
research commissions

According to the model contract,
research results arising from a
research commission belong ex-
clusively to the industrial partner,
irrespective of the extent to which
the research worker or other “asso-
ciated” members of the university
is/are involved in the production of
the corresponding research results,
especially inventions.

Regarding the filing of any ap-
plications for industrial property
rights, referred to in the following as
“patent applications” for short, it is
envisioned that the first application
is filed either by the university or
alternatively by the industrial part-
ner, though of course in a manner
to be settled in advance, but always
as joint applications on behalf of the
university and the industrial partner.
This arrangement is intended to
satisfy the universities’ interests in
appearing in the relevant “ranking”
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lists with a corresponding number
of first applications. The industrial
members of the working party ac-
cept the fact that “ranking” positions
of this kind are becoming more and
more important in assessing the
performance and the general repu-
tation of universities for the sake of
international comparisons.

It is the industrial partner alone
which decides on whether to file
foreign applications in the case of
research results based on research
commissions, and any foreign ap-
plications are also filed solely by the
industrial partner in its own name.

The arrangement regarding remu-
neration in the case of research com-
missions has the following structure,
according to the “Berlin Contract’:

After the first application has been
filed, the industrial partner pays
the university a first remuneration
amounting to m 2,500.00. This is then
followed by remuneration payments
according to the following alterna-
tives:

a) m 2,500.00 at the beginning of
exploitation, this remuneration ris-
ing to m 10,000.00 if exploitation be-
gins more than 7 years after the first
application; the industrial partner
may, however, redeem the obliga-
tion to pay the increased lump sum
by paying a further remuneration of
m 2,500.00 before the expiry of the
above-mentioned 7-year period.

b) When certain turnover thresh-
olds are reached, further lump-sum
payments are made, though it is
necessary to lay down the details
on this in the contract.

c) After exploitation has begun,
an appropriate remuneration is
paid, depending on the degree of
exploitation, which is subject to
later negotiation.

2.5. Research co-operation

The research results arising from
research co-operation are in prin-
ciple broken down into results
achieved by the industrial partner,
joint results and university results.

Results achieved by the industrial
partner are research results attribut-
able solely to the industrial partner’s
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staff. Joint results mean research re-
sults in which the university’s, or
the university staff’s, share of the
invention is no more than 50 per
cent. University results are research
results, in which the university’s
share of the invention is more than
50 per cent.

2.5.1. Industrial partner’s results

Research results which fall into
the category of “industrial partner’s
results” belong exclusively to the
industrial partner. The latter has the
sole right to file applications for in-
dustrial property rights, exclusively
in its own name where appropriate;
the industrial partner has no obliga-
tions vis-a-vis the university whatso-
ever to pay any remuneration.

2.5.2. Joint results

In the case of joint results where
the university’s share of the inven-
tion is no more than 25 per cent, the
industrial partner has the right to file
the first application exclusively in its
own name.

If the university’s share of the
invention is more than 25 per cent,
the arrangement corresponds to the
one for research results based on
research commissions, i.e. the first
application is filed as a joint applica-
tion either by the industrial partner
or alternatively by the university, in
the names of the university and the
industrial partner.

On the whole, in the case of joint
results, foreign applications are filed
in accordance with the arrangements
regarding research commissions (see
2.4.), i.e. by the industrial partner
and exclusively in its own name.

The remuneration for an invention
which the industrial partner has to
pay the university is settled as fol-
lows in the case of joint results: if the
university’s share of the invention is
less than 50 per cent, the remunera-
tion for the invention is paid in the
same way as with research commis-
sions. If the university’s share of
the invention is 50 per cent, the in-
dustrial partner pays the university
remuneration for the invention as
in the case of the university results,
which will be discussed below (see

2.5.3), but deducting 10 per cent from
the remuneration agreed for univer-
sity results of that kind.

2.5.3. University results

University results, i.e. research
results emanating from research co-
operation, in which the university’s
share of the invention is more than
50 per cent, belong exclusively to the
university. The industrial partner
does, however, have an option on
taking out an exclusive licence on
reasonable terms. The correspond-
ing remuneration for the inven-
tion may comprise one or more
lump-sum payments or a reason-
able licence fee. The members of the
working party regarded the sample
calculations annexed to the “Berlin
Contract” as being appropriate for
the standard situation.

In the case of university results,
the university has the right to file
the first application in its own,
exclusive name. After the option is
exercised (and only in this case does
remuneration for the invention have
to be paid to the university by the
industrial partner, of course!) the cor-
responding application rights revert
to the industrial partner in a manner
to be agreed.

3. Concluding Remark

The members of the working
party mentioned at the beginning
hope that, by presenting the contract
components of the “Berlin Contract,”
they have made a constructive
contribution to the discussion of
solutions which appear reasonable
both to the universities and to the
industrial partners for the future
conduct of research projects in the
university /industrial sectors. Mak-
ing the discussion more objective,
on a reasonable basis of this kind,
is probably also likely to reduce the
attractiveness of industry’s thoughts
about at least partially transferring
research commissions into regions
outside the purview of the law on
employees’ inventions.
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Text Modules for the “Berlin
Contract” — For Mission-Ori-
ented Research Between Uni-
versity and Industry

1. Note: Contractual Parties

- University,

- Industrial enterprise (hereinafter:
Industrial Partner),

- Project Manager.

All other university employees
participating in the research project
who perform educational and re-
search work in the research project
within the meaning of sec. 42 of the
German Employee Invention Act
(ArbnEG), as well as freelance inven-
tors, must also be incorporated into
the contract (see Clause 3.2.4).

2. Subject Matter of the Contract

2.1. The subject matter of the con-
tract is the realization of the follow-
ing research project as described in
detail in the research plan (Appendix
1) (hereinafter: Research Project):

[...] [To be completed in accordance
with the specific research project in-
volved.]

Note: To the extent that the pri-
mary subject matter of the research
plan is the commercial exploita-
tion of copyright protected works
and related intellectual property
rights, such exploitation will not be
covered by the following contrac-
tual modules.

2.2. Performance of the contract

[...] [Depending on the specific re-
search project involved, add any further
individual provisions regarding the per-
formance of the contract, including the
Project Manager’s obligation to assume
the tasks in the research project accord-
ing to the research plan.]

3. General Regulations on In-
ventions, Intellectual Property
Rights and Know-how

3.1. Old Intellectual Property
Rights

3.1.1. Each contractual party re-
mains the owner of the inventions
it creates prior to the commencement
of the Research Project, as well as the
intellectual property rights applied
for or granted for such inventions
(hereinafter: Old Intellectual Prop-
erty Rights).
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3.1.2. The Project Manager shall
inform the Industrial Partner accord-
ing to his best knowledge prior to
the commencement of the Research
Project and then on an ongoing basis
regarding the existence of Old Intel-
lectual Property Rights belonging to
him or the university, where it is an-
ticipated that they will be necessary
in order to utilize the work results
engendered in the course of realizing
the Research Project and pertain to
the task as formulated in the research
plan (hereinafter: Research Results).
He shall further inform the Indus-
trial Partner according to his best
knowledge of the extent to which
third parties are entitled to use such
Old Intellectual Property Rights and
to what extent the respective owner
of the right is restricted in the use of
such rights.

Should such a restriction prevent
the Industrial Partner from using the
Research Results and if the right to
such use cannot be achieved by
modifying the research plan, the
Industrial Partner shall be entitled
to terminate the contract for cause.
Such a termination must be de-
clared in writing within two weeks
of learning of the restriction. The
Industrial Partner shall assume all
costs incurred by the University up
to the date of the termination, as
well as any costs resulting from ob-
ligations entered into at the time of
the termination.

3.1.3. Where Old Intellectual
Property Rights—whether or not
notified pursuant to Clause 3.1.2.—
are necessary for the realization of
the Research Project and there are
no conflicting third party rights, the
respective contractual party shall
grant the other party free of charge
a non-exclusive license limited to
the duration and purpose of the
Research Project.

3.14. To the extent that and as
soon as the Old Intellectual Property
Rights notified pursuant to Clause
3.1.2 are necessary for the exploita-
tion of the Research Results and no
conflicting third party rights exist,
the University or the Project Manag-
er shall grant the Industrial Partner a
non-exclusive license to these rights
at terms and conditions customary

in the market. If the University’s
collecting society is entitled to such
Old Intellectual Property Rights, the
University shall ensure that the In-
dustrial Partner is granted a license
to use these rights.

3.1.5. Clause 3.1.4. shall apply
analogously to Old Intellectual
Property Rights which were not
notified pursuant to Clause 3.1.2.,
unless at the time of the Industrial
Partner’s inquiry about a license
for such Old Intellectual Property
Rights the University is already
engaged in negotiations regarding
the exploitation of such rights with
good prospects for success.

3.1.6. Clauses 3.1.1 to 3.1.5 shall
apply mutatis mutandis with re-
spect to the know-how obtained by
each Party prior to the commence-
ment of the Research Project, as
well as for existing copyrights or
copyright licenses.

3.2. Research Results

3.2.1. Notwithstanding the pro-
visions in Clause 6 regulating ap-
plications for intellectual property
rights, the Industrial Partner shall be
exclusively entitled to all substantive
rights to the Research Results.

Upon conclusion of this Agree-
ment, the University and the Project
Manager shall transfer to the Indus-
trial Partner in advance all rights to
any Research Results created in the
future; such transfer applies to the
Project Manager with respect to Re-
search Results which are not eligible
for protection, independent inven-
tions which are not job-related (freie
Erfindungen) and, with reference to
the time at which they become in-
dependent, for any inventions that
become independent. This transfer
is subject to the condition precedent
that the Industrial Partner meets its
financial obligations pursuant to
Clause 9.

3.2.2. In order to secure this com-
prehensive transfer of rights pur-
suant to Clause 3.2.1, the Project
Manager undertakes not to bring
University employees falling within
the scope of sec. 42 no. 2 Employee
Invention Act into the Research
Project until they likewise assume
his duties under this Agreement by
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way of a declaration corresponding
to the example attached as Appendix
2. The names of the University em-
ployees envisioned for the perfor-
mance of the Research Project who
carry out educational and research
work within the meaning of sec. 42
Employee Invention Act are listed
in Appendix 3. The Project Manager
affirms that such University employ-
ees have rendered a declaration cor-
responding to the sample attached
as Appendix 2.

The Project Manager shall further
ensure that other persons participat-
ing in the Research Project who are
not employed by the University (e.g.
graduates, doctoral candidates, stu-
dents) are not brought into the Re-
search Project until they assume the
Project Manager’s obligations under
this Agreement mutatis mutandis and
have ensured the direct transfer of all
rights to the results of their research
to the Industrial Partner.

The University shall assume re-
sponsibility for these obligations of
the Project Manager.

3.2.3. The University and the
Project Manager shall be entitled
to a non-exclusive, non-transferable
right to use the Research Results for
their research and educational work.
This shall not affect the contractual
provisions regarding the secrecy of
the Research Results. Moreover, the
Research Results may be used within
the scope of research for or with
third parties only upon the Indus-
trial Partner’s prior written consent,
which, however, may not be unrea-
sonably withheld. Excepted from
this provision shall be Old Intellec-
tual Property Rights, know-how
which existed prior to the conclusion
of this Agreement and non-confiden-
tial information.

3.3. Copyrights

With respect to copyrights pertain-
ing to the Research Results, the In-
dustrial Partner shall be granted, free
of charge, an exclusive, transferable
license for all types of use which is
unlimited in time, territory and sub-
ject matter. Clause 3.2.3. applies mu-
tatis mutandis. Where the Industrial
Partner uses copyright protected
works or objects protected by related

180 December 2003

intellectual property rights for com-
mercial purposes, it shall remunerate
the author appropriately within the
meaning of sec. 32 UrhG.

3.4. Results Outside of the Re-
search Plan

Results arising in the course of car-
rying out the research plan, which,
however, are not related to the
task assigned in the research plan,
shall accrue to the Party who has
achieved them.

4. Negative and Positive Publica-
tion Rights

4.1. The Project Manager un-
dertakes vis-a-vis the Industrial
Partner to report all the Unversity’s
service inventions pursuant to sec. 5
Employee Invention Act and iden-
tify to the University the respective
share each inventor had in the inven-
tion. With rspect to all Research
Results, the Project Manager un-
dertakes vis-a-vis the Industrial
Partner to waive the assertion of his
right to refrain from publishing them
pursuant to sec. 42 no. 2 Employee
Invention Act.

4.2. The Industrial Partner ac-
knowledges that the University
must publish research results and
shall take this interest into account.
However, the Project Manager and
University undertake vis-a-vis the
Industrial Partner to refrain from
publishing Research Results or
disclosing them to other third par-
ties—even during the preliminary
publication procedure—without the
Industrial Partner’s written consent
as long as the Research Results are
subject to a duty of confidentiality
pursuant to Clause [...]. They shall
present the Industrial Partner with
the manuscript intended for print
or oral announcement (hereinafter:
the Publication) for its review at least
sixty (60) days before submitting the
manuscript to third parties or mak-
ing the announcement.

If the Industrial Partner commu-
nicates within forty-five (45) days
after receiving the manuscript that
the Publication conflicts with secrecy
requirements, the University and the
Project Manager shall ensure that
Publication does not occur or that the
information requiring secrecy from

the Industrial Partner’s point of view
is deleted. If the Industrial Partner
does not respond within forty-five
(45) days, it shall be deemed to have
consented to the Publication. In the
case of a planned Publication of Re-
search Results which are eligible for
protection as intellectual property
from the Industrial Partner’s point
of view, the Industrial Partner shall
no longer withhold its consent once
twelve (12) months have elapsed
since the filing of the application.

5. Provisions on the Technical
Processing of Applications for
Registration

In the course of performing this
Agreement, the Parties shall use
their best efforts to secure the Re-
search Results through intellectual
property rights (hereinafter: New
Intellectual Property Rights). The
application for such New Intellec-
tual Property Rights shall be subject
to the following regulations:

5.1. Upon receipt of an invention
report which is complete from the
University’s point of view, the Uni-
versity shall inform the Industrial
Partner of the content of the inven-
tion report without delay.

5.2. Within forty-five (45) days af-
ter the Industrial Partner’s receipt of
the invention report, it shall inform
the University in writing whether
and to what extent it wishes to file
an original application giving rise
to a right of priority (priorititsbe-
griindende Erstanmeldung). If the
Industrial Partner does not respond
within this period, or its response
is negative, the substantive rights
to the respective invention shall
accrue to the University and shall
be transferred to it by the Indus-
trial Partner. In such a case, if the
University claims the invention, it
shall grant the Industrial Partner a
non-exclusive, worldwide, irrevo-
cable and non-transferable license
to the invention involved and the
intellectual property rights result-
ing therefrom. Otherwise, the Project
Manager shall grant such license to
the Industrial Partner.

5.3. [Note: With respect to the pro-
cessing of the application, the Parties
may choose from the following alterna-
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tives upon concluding the Agreement:]

Alternative 1: If the Industrial Part-
ner desires an original application
giving rise to a right of priority, the
University shall claim the invention
accordingly and without restriction.
The University shall then file such
an application without delay in the
name of both the University and the
Industrial Partner (Clause 6). The
University undertakes to engage a
lawyer or patent attorney, to be des-
ignated by the Industrial Partner
in its communication pursuant to
Clause 5.2 sent. 1, to draft such an
application. If the Industrial Partner
has not designated a lawyer or pat-
ent attorney in its communication
pursuant to Clause 5.2 sent. 1, the
University shall select a lawyer or
patent attorney. The content of the
filing shall be determined by the
Industrial Partner.

Alternative 2:1f the Industrial Part-
ner desires an original application
giving rise to a right of priority, the
University shall claim the invention
accordingly and without restriction.
The Industrial Partner shall then file
such an application itself without
delay or have it filed by a lawyer or
patent attorney it has engaged in the
name of both itself and the Univer-
sity. The Industrial Partner shall be
entitled to direct the procedure and
have the right to formulate all texts
and rights, as well as to carry out
review procedures.

5.4. The Parties undertake to sup-
port the entitled Party in its efforts
to obtain the New Intellectual Prop-
erty Rights, in particular to submit
all requisite declarations in a timely
and factually accurate manner. The
Parties shall further refrain from
any and all actions which could
be detrimental to the granting and
maintenance of New Intellectual
Property Rights.

5.5. The University shall have
the right to entrust an exploiting
company (hereinafter: Exploiting
Company) to process the applica-
tion in its stead and consequently
to disclose information it obtains
within the scope of this Agree-
ment to the Exploiting Company
as necessary, provided that the Ex-
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ploiting Company has previously
obligated itself to maintain secrecy
in accordance with the provisions in
this Agreement.

6. Status of Applicant; Trusteeship

6.1. The original application giving
rise to a right of priority shall be filed
by the University and the Industrial
Partner jointly, unless the Univer-
sity waives submission in its name
in writing to the Industrial Partner
until the latter has issued its com-
munication pursuant to Clause 5.2.
The original application giving rise
to a right of priority shall, as a rule,
be an application for a German or
European registration.

6.2. The University shall hold the
status of applicant merely in trust for
the Industrial Partner. Internally, the
right to the New Intellectual Prop-
erty Right shall accrue exclusively
to the Industrial Partner. The Uni-
versity shall therefore comply with
the Industrial Partner’s instructions
with respect to the exercising of the
rights under the application and
under the New Intellectual Property
Right granted.

6.3. After eighteen (18) months
have elapsed since the date of the
filing, the University shall transfer
its share in the application to the
Industrial Partner without delay,
or its share in the respective New
Intellectual Property Right if it has
already been granted, and render
all declarations necessary for that
purpose.

7. Foreign Filings, Abandonment
of Intellectual Property Rights in
Individual Countries

7.1. The Industrial Partner shall
prepare and file the foreign applica-
tions in its own name. It shall select
the countries for which it will file
applications at its own discretion.

7.2. The Industrial Partner shall
be free to abandon New Intellec-
tual Property Rights in whole or in
part at any time, or to refrain from
further pursuing filings in foreign
countries.

8. Cost of the Intellectual Prop-
erty Rights

The costs involved in the filing,
maintenance, defense and enforce-

ment of the New Intellectual Prop-
erty Rights shall be borne by the
Industrial Partner, unless it has
transferred its substantive rights to
such rights to the University pursu-
ant to Clause 5.2.

9. Note: Remuneration for the Work

9.1. For carrying out the Research
Project, including the materials and
use of all facilities necessary for the
performance of this Agreement, the
University shall receive a remunera-
tion in the amount of m [...] (herein-
after: “Contractual Sum”).

9.2. This sum shall be due and pay-
able as follows:

[...] [additional individual regu-
lations for each specific research
project]

9.3. A prerequisite for each pay-
ment is the proper issuance of an
invoice by the University. If the
realization of the Research Project is
subject to turnover tax for the Uni-
versity, it shall receive the turnover
tax at the statutory rate in addition
to the Contractual Sum pursuant to
Clause 9.1, provided that the net
amount, the tax amount with the
tax rate and the gross amount are
stated on the invoice.

10. Remuneration for Inventions

10.1. The Industrial Partner shall
pay the University the sum of m
2,500 forty-five (45) days after the
original application for New In-
tellectual Property Rights, but no
later than six (6) months after the
Industrial Partner has issued its
communication pursuant to Clause
5.2 sent. 1.

10.2. In the event that the invention
underlying the original application
is used for commercial purposes, the
Industrial Partner shall further remu-
nerate the University as follows:

[Note: For the remuneration the
parties can choose from among the fol-
lowing alternatives upon concluding
the contract:]

10.2.1. [Alternative 1] The Indus-
trial Partner shall pay the Univer-
sity a sum of m 2,500 for each patent
family if the invention is used for
commercial purposes. This sum shall
increase to m 10,000 if the Industrial
Partner begins to use the invention
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more than seven (7) years after the
original application. The latter debt
can be discharged by the Industrial
Partner with a payment of the m
2,500 to the University before the
seven (7) years have elapsed.

[Alternative 2] The Industrial Part-
ner undertakes to pay additional
remuneration for each patent fam-
ily if the following thresholds are
achieved:

up to m[...] invention-related pro-
ceedsm[...]

from m [...] to m [...] invention-re-
lated proceeds m [...]

from m [...] to m [...] invention-re-
lated proceeds m [...]

[Alternative 3] If the Industrial
Partner uses the New Intellectual
Property Rights commercially, the
University shall have a claim to
reasonable remuneration for each
patent family, the type, amount,
duration of which the Parties shall
define at the proper time by mu-
tual agreement.

10.2.2. Use within the meaning of
Clause 10.2.1. shall be understood to
mean the actual deployment of the
inventive activity behind the inven-
tion, in particular in the forms of use
set forth in sec. 9 of the German Pat-
ent Act (PatG). If the use consists of
the fact that the patent/ patent family
is merely licensed by the Industrial
Partner within the framework of a
patent license exchange contract in
a broad technical area in which the
respective licensed intellectual prop-
erty rights are not explicitly listed,
the remuneration pursuant to Clause
10.2.1. shall be reduced by half.

10.3. For the simple rights pur-
suant to Clause 5.2. the Industrial
Partner shall pay the University a
remuneration of [...].

10.4. The University shall be
responsible for remunerating all in-
ventors involved in the Research Re-
sults who are its employees or with
whom it has another form of con-
tractual relationship, in accordance
with the statutory provisions.
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Appendix — Letter from the
university employee to the In-
dustrial Partner

(Address of Industrial Partner)

Letter of Accession to the Obli-
gations of the Project Manager
in the Agreement between the
[name of university] ( “Univer-
sity”) and [name of industrial
partner] (“Industrial Partner”) on
the Research Project in the Area of
[description of research area]

Dear Sir or Madam,

Within the framework of the afore-
mentioned contract (the “Contract”),
I as an employee of the University
within the meaning of sec. 42 of the
German Employee Invention Act
( “ArbnEG”) am involved in the
execution of the work according to
the Contract ( “Research Project”).
The Contract contains a number
of provisions which also affect my
involvement in the Research Project
and require a separate agreement
with you. Accordingly, we hereby
agree as follows:

1. My rights to inventions and
the intellectual property rights ap-
plied for or granted prior to the
commencement of the Research
Project ( “Old Intellectual Property
Rights”) remain unaffected by this
Agreement. Where any of my Old
Intellectual Property Rights are
necessary for the execution of the
Research Project, I hereby grant the
University and the Industrial Part-
ner a non-exclusive use right free of
charge which is limited to the dura-
tion of the Research Project. To the
extent that and as soon as such Old
Intellectual Property Rights become
necessary for the use of the results of
the Research Project ( “Research Re-
sults”) and no conflicting third party
rights exist, I shall grant the Indus-
trial Partner a non-exclusive license
to these rights at the terms and con-
ditions customary in the market. The
same shall apply to the know-how I
acquired prior to the commencement
of the Research Project and for any
existing copyrights.

2. I hereby undertake vis-a-vis
the Industrial Partner to report to
the University all service inven-
tions made in the course of the
Research Project pursuant to sec. 5
ArbnEG and quantify my share in
the invention to the University. In
this connection, I hereby undertake
vis-a-vis the Industrial Partner to
waive the assertion of my right to
refrain from publishing pursuant to
sec. 42 no. 2 ArbnEG.

3. I hereby transfer to the In-
dustrial Partner in advance all my
rights to Research Results arising
in the future, provided they are not
eligible for protection, independent
inventions which are not job-related
(freie Erfindungen) or inventions
which become independent.

4. I shall assist the respective
contractual party which is entitled
under the Contract in its efforts to
obtain new intellectual property
rights; in particular I shall submit
any necessary declarations accu-
rately and in a timely manner. I shall
further refrain from any activity that
could be detrimental to the granting
and maintenance of new intellectual
property rights.

5. With respect to copyrights
pertaining to the Research Results,
I hereby grant the Industrial Partner
an exclusive, transferable license for
all types of use, which is unlimited in
time, territory and subject matter.

6. I shall retain a non-exclusive,
non-transferable right to use the
Research Results for my research
and teaching activities. This shall
not affect the contractual provi-
sions on the obligation to maintain
secrecy with respect to the Research
Results. I further undertake to use
the Research Results while carrying
out research for or with third parties
only with the written consent of the
Industrial Partner. This restriction
shall not apply to my Old Intellec-
tual Property Rights, to know-how I
acquired prior to the commencement
of the Research Project, to copyrights
which have arisen and to subject
matter which is not confidential.

7. The Contract also contains
provisions on the confidentiality
of the Research Results and tech-
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nical knowledge and information
which the Industrial Partner makes
directly or indirectly accessible to
the participating scientists within
the framework of the Research
Project. I therefore undertake, [...]
[confidentiality clauses specific to
the industry].

8.Thereby undertake vis-a-vis the
Industrial Partner to refrain from
publishing Research Results or oth-
erwise disclosing them to third par-
ties—even during the preliminary
publication procedure—without the
Industrial Partner’s written consent,
as long as the Research Results are
subject to the duty of confidentiality.
I shall present the Industrial Partner
with the manuscript intended for
print or oral announcement (the
“Publication”) for its review at least
sixty (60) days before submitting the
manuscript to third parties or mak-
ing the announcement.

les Nouwvelles

If the Industrial Partner commu-
nicates within forty-five (45) days
after receiving the manuscript that
the Publication conflicts with secrecy
requirements, I shall ensure that
Publication does not occur or that the
information requiring secrecy from
the Industrial Partner’s point of view
is deleted. If the Industrial Partner
does not respond within forty-five
(45) days, it shall be deemed to have
consented to the Publication. In the
case of a planned publication of Re-
search Results which are eligible for
protection as intellectual property
from the Industrial Partner’s point
of view, the Industrial Partner shall
no longer withhold its consent once
twelve (12) months have elapsed
since the filing of the application.

9. This Agreement is concluded
for the duration of my participation
in the Research Project. The duty to
maintain secrecy and the obligation

to present manuscripts shall end
[...] years (e.g. five years) after the
completion of my participation in
the Research Project. The provisions
pertaining to inventions within the
scope of this Agreement shall end
with the expiration of the longest-
lived intellectual property right re-
sulting from the Research Project.

10. Should any of the provisions of
this Agreement be or become wholly
or partially invalid or void, this shall
not affect the validity of the remain-
ing provisions. We shall replace such
provisions with new, valid provisions
which correspond most closely to the
purpose of the contract.

To indicate your consent to this
Agreement, please sign the attach-
ed copy of this letter and return it
to me.

(Complimentary close)
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