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Outline of LES Japan IMDM

-Number of members : 650 as of 17 Aprll

Attorney at law around 30%

Patent Attorney around 30%
In-house practitioner around 40%

-Number of Committees : 7
-Number of WG : 17
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Events.of LES Japan

-Annual General Meeting in February
-Annual Meeting in July
-Monthly Seminars
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Reception after the Annual General

-~ and Delegates Meeting
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Annual Meeting held in-Hamamatsu in-July, 2023
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Next Annual Meeting will be ‘held in-Niigata:in: July, 2024|“
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Publications

-50th Anniversary Special Edition
published in 2022

-LES Japan News published quarterly

-Winds From Japan
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Issue #78, December 2023

WIND S FROM JAPAN

The Licensing Executives Society Japan

Protection of Cross-border Network System
related Inventions:
Dwango v. FC2 IP High Court Grand Panel Decision

By Mitsuo KARIYA *

On May 26, 2023, the Grand Panel of the IP High
Court found that, 1n a system invention comprising a
server, user terminals and a network connecting there-
between, even if the server is produced and located
outside Japan, it can correspond to the “production™ as
one of the execution acts under the Japanese Patent Act
Article 2(3)(1). Based on this assessment, the court
made a decision that FC2 infringed Dwango’s patent
and ordered injunctions and damage awards.

IP High Court Grand Panel Decision

Dwango filed an appeal to the IP high court for a
disaffirmation of the decision in which the Tokyo dis-
trict court denied patent infringements of JP No.
6,526,304 by the defendant FC2. It claims a com-
ment streaming system comprising a server, plural ter-
minals and a network connecting therebetween. The
district court found that all the claim elements are sat-
isfied by the system which is located across Japan and
the US, however it denied the patent infringement
claims because of the fact that the server was located

with each other by being connected through the net-
work and demonstrate functions which satisfy all the
claim elements of the invention as a whole while each
component alone does not satisfy all the claim ele-
ments of the invention.
2) New creation of the defendant’s system

It 1s considered that the defendant’s system hav-
ing functions satisfying all the claim elements 1s newly
created at the time when a user terminal receives files
from the server because it becomes possible to perform
an overlay display of comments on a movie at the user
terminal. The appellee (defendant) FC2 argued that the
act by FC2 relating to the “production”™ of the defend-
ant’s system 1s completed in the US by making the pro-
gram for the system and uploading the program to the
server, however the defendant’s system satisfying all
the claim elements of the present invention cannot be
completed only by making the program for the system
and uploading the program to the server because the
defendant’s system cannot perform the functions with-
out recerving the files by the user terminal.
3) “Production” under the Japanese Patent Act
Article 2(3)(i)
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